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DETAILED ACTION 



Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group I, claim(s) 1 and 8, drawn to the isolated polypeptide of SEQ ID NO: 3 or an allele (sic) or 
derivative thereof. 

Group II, claim(s) 1, 9 and 10, drawn to the isolated polypeptide of SEQ ID NO: 4 or an allele 
(sic) or derivative thereof. 

Group III, claim(s) 1, 9 and 10, drawn to the isolated polypeptide of SEQ ID NO: 6 or an allele 
(sic) or derivative thereof. 

Group IV, claim(s) 1 and 8, drawn to the isolated polypeptide of SEQ ID NO: 7 or an allele (sic) 
or derivative thereof. 

Group V, claim(s) 2-6, 11-15, and 23, drawn to the isolated polynucleotide of SEQ ID NO: 1 or a 
vector or host cell comprising the polynucleotide. 

Group VI, claim(s) 2-5, 7 and 11-15, drawn to the isolated polynucleotide of SEQ ID NO: 2 or a 
vector or host cell comprising the polynucleotide. 

Group VI, claim(s) 2-5, 7 and 11-15, drawn to the isolated polynucleotide of SEQ ID NO: 5 or a 
vector or host cell comprising the polynucleotide. 

Group VIII, claim(s) 2-6, 11-15, and 23, drawn to the isolated polynucleotide of SEQ ID NO: 7 or 
a vector or host cell comprising the polynucleotide. 

Group IX, claim(s) 16 and 24, drawn to the use of the polynucleotide of SEQ ID NO: 1 for 
making transgenic mammals. 

Group X, claim(s) 16 and 24, drawn to the use of the polynucleotide of SEQ ID NO: 2 for making 
transgenic mammals. 

Group XI, claim(s) 16 and 24, drawn to the use of the polynucleotide of SEQ ID NO: 5 for 
making transgenic mammals. 
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Group XII, claim(s) 16 and 24, drawn to the use of the polynucleotide of SEQ ID NO: 7 for 
making transgenic mammals. 

Group XIII, claim(s) 17 and 25, drawn to the use of the polypeptide of SEQ ID NO: 3 for making 
an antibody to it. 

Group XIV, claim(s) 17, drawn to the use of the polypeptide of SEQ ID NO: 4 for making an 
antibody to it. 

Group XV, claim(s) 17, drawn to the use of the polypeptide of SEQ ID NO: 6 for making an 
antibody to it. 

Group XVI, claim(s) 17 and 25, drawn to the use of the polypeptide of SEQ ID NO: 8 for making 
an antibody to it. 

Group XVII, claim(s) 18 and 26, drawn to the use of an antibody to the polypeptide of SEQ ID 
NO: 3 in a diagnostic method. 

Group XVIII, claim(s) 18 and 26, drawn to the use of an antibody to the polypeptide of SEQ ID 
NO: 3 in a therapeutic treatment method. 

Group XIX, claim(s) 18 and 26, drawn to the use of an antibody to the polypeptide of SEQ ID 
NO: 3 in a cosmetic treatment method. 

Group XX, claim(s) 18, drawn to the use of an antibody to the polypeptide of SEQ ID NO: 4 in a 
diagnostic method. 

Group XXI, claim(s) 18, drawn to the use of an antibody to the polypeptide of SEQ ID NO: 4 in a 
therapeutic treatment method. 

Group XXII, claim(s) 18, drawn to the use of an antibody to the polypeptide of SEQ ID NO: 4 in 
a cosmetic treatment method. 

Group XXIII, claim(s) 18, drawn to the use of an antibody to the polypeptide of SEQ ID NO: 6 in 
a diagnostic method. 

Group XXIV, claim(s) 18, drawn to the use of an antibody to the polypeptide of SEQ ID NO: 6 in 
a therapeutic treatment method. 

Group XXV, claim(s) 18, drawn to the use of an antibody to the polypeptide of SEQ ID NO: 6 in 
a cosmetic treatment method. 

Group XXVI, claim(s) 18 and 26, drawn to the use of an antibody to the polypeptide of SEQ ID 
NO: 8 in a diagnostic method. 

Group XXVII, claim(s) 18 and 26, drawn to the use of an antibody to the polypeptide of SEQ ID 
NO: 8 in a therapeutic treatment method. 
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Group XXVIII, claim(s) 18 and 26, drawn to the use of an antibody to the polypeptide of SEQ ID 
NO: 8 in a cosmetic treatment method. 

Group XXIX, claim(s) 19 and 27, drawn to an antibody to the polypeptide of SEQ ID NO: 3. 

Group XXX, claim(s) 19, drawn to an antibody to the polypeptide of SEQ ID NO: 4. 

Group XXXI, claim(s) 19, drawn to an antibody to the polypeptide of SEQ ID NO: 6. 

Group XXXII, claim(s) 19 and 27, drawn to an antibody to the polypeptide of SEQ ID NO: 8. 

Group XXXIII, claim(s) 20, 28 and 32, drawn to a reagent for detecting a keratinocyte protein 
that is manufactured with the polynucleotide of SEQ ID NO: 1. 

Group XXXIV, claim(s) 20, 28 and 32, drawn to a reagent for detecting a keratinocyte protein 
that is manufactured with the polynucleotide of SEQ ID NO: 2. 

Group XXXV, claim(s) 20, 28 and 32, drawn to a reagent for detecting a keratinocyte protein 
that is manufactured with the polynucleotide of SEQ ID NO: 5. 

Group XXXVI, claim(s) 20, 28 and 32, drawn to a reagent for detecting a keratinocyte protein 
that is manufactured with the polynucleotide of SEQ ID NO: 7. 

Group XXXVII, claim(s) 21, drawn to the use of the polynucleotide of SEQ ID NO: 1 in a 
diagnostic method. 

Group XXXVIII, claim(s) 21, drawn to the use of the polynucleotide of SEQ ID NO: 1 in a 
therapeutic treatment method. 

Group XXXIX, claim(s) 21, drawn to the use of the polynucleotide of SEQ ID NO: 1 in a 
cosmetic treatment method. 

Group XXXX, claim(s) 21, drawn to the use of the polynucleotide of SEQ ID NO: 2 in a 
diagnostic method. 

Group XXXXI, claim(s) 21, drawn to the use of the polynucleotide of SEQ ID NO: 2 in a 
therapeutic treatment method. 

Group XXXXII, claim(s) 21, drawn to the use of the polynucleotide of SEQ ID NO: 2 in a 
cosmetic treatment method. 

Group XXXXIII, claim(s) 21, drawn to the use of the polynucleotide of SEQ ID NO: 5 in a 
diagnostic method. 

Group XXXXIV, claim(s) 21 , drawn to the use of the polynucleotide of SEQ ID NO: 5 in a 
therapeutic treatment method. 
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Group XXXXV, claim(s) 21 , drawn to the use of the polynucleotide of SEQ ID NO: 5 in a 
cosmetic treatment method. 

Group XXXXVI, claim(s) 21 , drawn to the use of the polynucleotide of SEQ ID NO: 7 in a 
diagnostic method. 

Group XXXXVII, claim(s) 21, drawn to the use of the polynucleotide of SEQ ID NO: 7 in a 
therapeutic treatment method. 

Group XXXXVIII, claim(s) 21, drawn to the use of the polynucleotide of SEQ ID NO: 7 in a 
cosmetic treatment method. 

Group XXXXIX, claim(s) 22, drawn to the use of the polypeptide of SEQ ID NO: 3 in a 
diagnostic method. 

Group L, claim(s) 22, drawn to the use of the polypeptide of SEQ ID NO: 3 in a therapeutic 
treatment method. 

Group LI, claim(s) 22, drawn to the use of the polypeptide of SEQ ID NO: 3 in a cosmetic 
treatment method. 

Group LII, claim(s) 22, drawn to the use of the polypeptide of SEQ ID NO: 4 in a diagnostic 
method. 

Group LIN, claim(s) 22, drawn to the use of the polypeptide of SEQ ID NO: 4 in a therapeutic 
treatment method. 

Group LIV, claim(s) 22, drawn to the use of the polypeptide of SEQ ID NO: 4 in a cosmetic 
treatment method. 

Group LV, claim(s) 22, drawn to the use of the polypeptide of SEQ ID NO: 6 in a diagnostic 
method. 

Group LVI, claim(s) 22, drawn to the use of the polypeptide of SEQ ID NO: 6 in a therapeutic 
treatment method. 

Group LVI I, claim(s) 22, drawn to the use of the polypeptide of SEQ ID NO: 6 in a cosmetic 
treatment method. 

Group LVIII, claim(s) 29, drawn to the use of an oligonucleotide from SEQ ID NO: 1 in a 
diagnostic method. 

Group LIX, claim(s) 29, drawn to the use of an oligonucleotide from SEQ ID NO: 1 in a 
therapeutic treatment method. 

Group LX, claim(s) 29, drawn to the use of an oligonucleotide from SEQ ID NO: 1 in a cosmetic 
treatment method. 
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Group LXI, claim(s) 29, drawn to the use of an oligonucleotide from SEQ ID NO: 7 in a 
diagnostic method. 

Group LXI, claim(s) 29, drawn to the use of an oligonucleotide from SEQ ID NO: 7 in a 
therapeutic treatment method. 

Group LXIII, claim(s) 29, drawn to the use of an oligonucleotide from SEQ ID NO: 7 in a 
cosmetic treatment method. 

Group LXIV, claim(s) 30, 31 and 35, drawn to a reagent for detecting a keratinocyte protein that 
is manufactured with the polypeptide of SEQ ID NO: 3. 

Group LXV, claim(s) 30, drawn to a reagent for detecting a keratinocyte protein that is 
manufactured with the polypeptide of SEQ ID NO: 4. 

Group LXVI, claim(s) 30, drawn to a reagent for detecting a keratinocyte protein that is 
manufactured with the polypeptide of SEQ ID NO: 6. 

Group LXVI I, claim(s) 30, 31 and 35, drawn to a reagent for detecting a keratinocyte protein that 
is manufactured with the polypeptide of SEQ ID NO: 8. 

Group LXVIII, claim(s) 33, drawn to the use of the polypeptide of SEQ ID NO: 3 for identifying 
binding partners that affect the function or expression of the polypeptide. 

Group LXIX, claim(s) 33, drawn to the use of the polypeptide of SEQ ID NO: 8 for identifying 
binding partners that affect the function or expression of the polypeptide. 

Group LXX, claim(s) 34, drawn to the use of the polynucleotide of SEQ ID NO: 1 for identifying 
binding partners that affect the function or expression of the polynucleotide. 

Group LXXI, claim(s) 34, drawn to the use of the polynucleotide of SEQ ID NO: 2 for identifying 
binding partners that affect the function or expression of the polynucleotide. 

Group LXXII, claim(s) 34, drawn to the use of the polynucleotide of SEQ ID NO: 5 for identifying 
binding partners that affect the ; function or expression of the polynucleotide. 

Group LXXIII, claim(s) 34, drawn to the use of the polynucleotide of SEQ ID NO: 7 for identifying 
binding partners that affect the function or expression of the polynucleotide. 

The inventions are distinct, each from the other because of the following reasons: 

The inventions listed as Groups I - LXXIII do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding 
special technical features for the following reasons. 

The requirement of unity of invention is not fulfilled because there is no technical relationship 
among those inventions involving one or more of the same or corresponding special technical 
features. The expression "special technical features" means those technical features that define 
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a contribution which each of the claimed inventions, considered as a whole, makes over the 
prior art. There is no corresponding special technical feature because there is no corresponding 
technical feature shared by all the groups. Each sequence, whether protein or DNA is a 
separate and distinct sequence, and only one sequence will be searched in each application. 
Because each sequence is a separate invention, methods of using different sequences are also 
different inventions. 

Also, the specification makes it abundantly clear that each polypeptide is different from the other 
polypeptides and each polynucleotide is different from the other polynucleotides. Therefore, 
claims relating to the polypeptides do not share the same special technical feature, nor do 
claims relating to the polynucleotides. Claim 2 claims nucleotide sequences that hybridize 
under any conditions to any part of the claimed full-length sequences. This reads on the 
trinucleotide CAT which hybridizes to ATG, which is present in any nucleic acid sequence 
encoding a protein, such as the claimed sequences. CAT encodes the amino acid tyrosine. 
Because part of the claimed subject matter, CAT, is known in the art, the technical feature does 
not represent an advance over the prior art and, therefore, each invention lacks unity with any of 
the others. 

As indicated above, Applicants must choose ONE polypeptide or polynucleotide sequence from 
among those claimed, that is, one of SEQ ID NOS: 1-8. Each sequence is a distinct invention 
requiring separate searches. These are NOT species. Each sequence is a chemically, 
structurally and functionally distinct molecule. Therefore, the each of these sequences is 
patentably distinct. Moreover, each sequence requires a separate set of searches. Applicants 
should note that searching each sequence imposes a serious search burden. Currently, there 
are approximately eight different databases that accompany the results of a search for one 
discrete amino acid or polynucleotide sequence, and each result set from a particular database 
must be carefully considered. Each set of prior art has its own considerations with respect to 
anticipation and obviousness. Hence, the search for even two different sequences in the 
databases, in addition to searching the organic molecule databases, would require extensive 
searching and review. Therefore, these inventions are patentably distinct. 

Accordingly, a holding of lack of unity of invention is proper. 

The examiner has required restriction between product and process claims. Where applicant 
elects claims directed to the product, and a product claim is subsequently found allowable, 
withdrawn process claims that depend from or otherwise include all the limitations of the 
allowable product claim will be rejoined in accordance with the provisions of MPEP § 821.04. 
Process claims that depend from or otherwise include all the limitations of the patentable 
product will be entered as a matter of right if the amendment is presented prior to final rejection 
or allowance, whichever is earlier. Amendments submitted after final rejection are governed by 
37 CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1.312. 

In the event of rejoinder, the requirement for restriction between the product claims and the 
rejoined process claims will be withdrawn, and the rejoined process claims will be fully 
examined for patentability in accordance with 37 CFR 1.104. Thus, to be allowable, the rejoined 
claims must meet all criteria for patentability including the requirements of 35 U.S.C. 101, 102, 
103, and 112. Until an elected product claim is found allowable, an otherwise proper restriction 
requirement between product claims and process claims may be maintained. Withdrawn 
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process claims that are not commensurate in scope with an allowed product claim will not be 
rejoined. See "Guidance on Treatment of Product and Process Claims in light of In re Ochiai, In 
re Brouwerand 35 U.S.C. § 103(b)," 1184 O.G. 86 (March 26, 1996). Additionally, in order to 
retain the right to rejoinder in accordance with the above policy, Applicant is advised that the 
process claims should be amended during prosecution either to maintain dependency on the 
product claims or to otherwise include the limitations of the product claims. Failure to do so 
may result in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement is 
withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 



Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 



Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Rosanne Kosson whose telephone number is 571-272-2923. The 
examiner can normally be reached on Monday-Friday, 8:30-6:00, with alternate Mondays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jon Weber, can be reached on 571-272-0925. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Rosanne Kosson 
Examiner, Art Unit 1653 
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^ROBERT A. WAX 
PRIMARY EXAMINER 




